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The claims of the groups noted below do not stand or fall together, hi the present section, 
appellant explains why the claims of each group are believed to be separately patentable. 

Issue #!: 



The Examiner has rejected Claim 42 under 35 U.S.C 112, first paragraph, as providing new 
matter not originally described in the Specification. 

Group #/: Ckmns 42 and 43 

In the Exattiiner's Answer mailed 01./29./2007, the Exami.fier has withdraw.fi the .rejection u.fider 
35 U.S.C. 1 12, first paragraph. 

Igsue.fi; 

The E,xaminer has rejected Claims i-40 under 35 U.S.C. i03{a) as being unpatentable over 
Makita, U.S. Patent No. 2001/0007120, in view of FMnt, U.S. Patent No. 6,735,700. 

Group HI: Chims I, 2, 5, 10, J J, 15-17, J 8, 20, 2 J, 26, 27, 3J~34iWid39 

With respect to Claim I , the Examiner continues to rely on the following e.x'cerpt from Flint to 
meet appellant's claimed "wherein a user is alknved to disable the scanning module, and data is 
precluded from being transmitted from the storage to the central processing unit upon the 
disabling of the scanning module." 

"^The '^hird ac^trvity wa.j.ts for use.r. 3.np;it ;b.j.<>c;k 4 21; , Whes^ user 3.np;it 
.is rece.ived, it is evaluated to dete.!:mine if the user has .requested 
that a particular file be scanned {block 423} . If so, an on-demand scan 
is performed using the requested file as the scan set as described 
below w;i.t;h re lie sre sice to FIG. 6, If the user input specifies the 
teimination of the anti -virus program (block 427) , a termination 
process illustrated by block 429 and described in more detail below in 
conjunction with FIG. 8 is performed. When the user has previously 
reqiiested the .scanning facility be stopped (as de-scribed nestSf the 
user can req'uest i:: be restarted iblock 431), Any other us;er input, 
ij':c;iuding a request; to stop the scatisii.ng ::ac;i i ;i.t;y, is pro(::essed at 
block 433. Such user input also include.^ chariging prefererice parameters 
that control the overall functioning of the anti-virus software. The 
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usei: can a.i so spec;.J. siy wJiich fi i.es to i ricJ.ude xii a p.E:e~cief i ned scar: set 
Chat is used by the on-demand scan of FIG. 6, The haisdling of sucb user 
input IS well urjderstood i;i the art and is siot discussed further. 
Moreover, it will be appreciated that t.he input interface is 
C':-^I^>e^tiond]. dud thu:; not i .[ ■ u;;t rat e..S . " (Coi . y, iine-s 5~;:4 - •E:riipL)i!;5i ;i 
addecij 

Appellant respectfuily asserts that the above excerpt from Flint sirapfy discloses "[i]f the user 
input specifies the termination of the atiti -virus program (block 427), a termination process 
illustrated by block 429 aiid described in more detail below in conjunction with FIG. 8 is 
performed". Thus, Flint, only teaches a user terminating the anti-virus program, and not "data is 
precluded from being transmitted from the storage to the central processing unit upon the 
disabling (if the i>caEtnutg module, " a» claimed hs appefUmt 

To iutthcj clatUs thts dtstmction, appellant tespcctfuil) p^mts out F'lg ^ m Flint as tetened 
tn the <)h(ne c^cefpi SpccdkalK, h\u S teaches \\nting to pcimanoni siojage (biocl, SO'^) c\cn 
aftei a usCf has specified to teinnnate the an{i-\iais progiam (block 42^' ot Fiii 4} \ppei!ani 
rcspcctfuih asi>eiti> dtat thii> cicailv idulK's ^mu^ from appellant's clami language smce 
appelidut spcc!fic..i!!\ cknms 'data is picciuded Ooni bi-uvd tian'^miUed iioni die stoiagL tu thi. 
centidl piocessuig unit upon die disabling of die scanning module' (emphasis dddcd> as 
claimed \!lo\Mng the daia lo be wiuten to storage oi reud tiom storage without fulK 
completing a scan as fn hiiiit would pfo\idc the oppoitunits foi mahcious csxlc to execute 
andAiT pfiihfetaie on the s\ stt.ms sought to be pToietted Appellant's claimed in\ entton is clearK 
capable of avoiding such a situation 

in the Advisor>' Action dated 05./I6./2005, the Examiner has argued that Makita, in combination 
with Flint, teaches appellant's claim language. Specifically, the Examiner has argued that 
Makita teaches "[tjhe storage location retrieves the data and performs an interna! virus check on 
the da.ta before it sends the data back to the cpu (host) ([0I80]-[0184])." .Additionally, the 
E.xaminer has argued that Flint teaches the idea of a user being able to disable aiid enable a viass 
scanning module (Col. 9, lines 5-24). From this, the Examiner has concluded rtiat the 
combination of such teachings meet appellant's claimed method "wherein a user is allowed to 
disable the scanning module, and data is precluded from being transmitted from the storage to 
the central processing unit upon the disabliiig of the scanning module." 



Appcllfiiit ic^pcctfiiiK diSfiga'Cs Makitfifuetds teaches luo sccnfiiios TusX sfa \iius is found 
diiung tl)c \uas check uansintssum (o (he ho\\ is stopped t[(.'<)!;^3 1) Scooiki f} a sfftis i'^ not 
found duiuiu ihc \ mts chad-., tbt- intoi inaTum is uansoutted to tbt- host ( [o( » I S 4 1) ( "LavU , thci e 
is Jiscki&iue of tht* jcsuir uht-n no \hu.s chctK js pciftxmcd smcc Makita does not ailoxs foi 
this option Tims appellain teacbos and claims that ''data is ptccluded fiom bentg 

tumsnnttert ituin tl)c stosage to the cciusal piocessjiig unit upon the dis^^bling of the scanuiny 
module;' 

hi the E\'an?!ner"s> Answer maiied f.) 1/29/200 7. tiie Exaniiner has argued that ''Flitn teaches 
disabling a virus scanner (see column *■> lines I0-I5). when the xinis scanner is stopped (ie 
di5iabled) the se5ision stan\p of Uie tile is invalidated (5iee column 9 Hnes 3-4) ~" rurther, the 
Examiner has argued that ''referring to figure 6, number t)l L, the session stamp is checked to 
determine Vvheiher it is vahd or not, when it is not, the ille is scanned for viruses and the session 
stamp is updated, since the \ irus scanner is stopped at this point the session stamp is updated to 
state that it is stiil invalid as described in coUtmn ^) Hnes ,?-4,'" Additionally., the E.xamiuer has 
argued that "ngure 8, which related to the specilks of \shen the \irus scanner is terminated, the 
virus scanning pn\uram and method is st< dipped without updating tiie session stamp to be valid 
therefore \%hen attempting to access this Hie the above steps will be repeated as long as tiie virus 
scanriei is oiY so tlie session stamp wiH never be validated and therefore the file cannot be 
acces,sed as fuither described with respect to figure 7 and coSumn 1 0 lines 20-}2'" 

\ppe!lant tespei-liuih disagrees \Mlh the f\antuier\ atgmnents and asst-tts that Fluu drsch^ses 
that an t)plion is pjoaded m an .siiernate embodiment that <!!lov\s the uset to t)ni\ stop the 
sc ann 1 ng faci 1 1 ts of pi ogran i it)^' uhete ' filn this embodiment the prog; am U)S continues to 
momtoi aii telex diit file s\ stem accesses' (Cui 7, hues ^T-bl ~ emphasis added) Fuithei, Fhnt 
discloses that " the euttem session kes continues to bt. \dlid and onl> those fries that aie modifted 
while ihe scanning rs disabled have then sessK^n stamps nisahdaied" (Co! "* Imes ol~(>3 
emphasis added) In addition [ hnt discloses that ' ji]f a Hie is accessed (block 4t>'>> and the anti- 
virus scannmg has been stt>pped the session stamp of the tlie is mvaiidated (block iS^)"(C<.>l 
S, hne c>7-Coi hue 4 ~ tmphasis addtd) and that " when a Hie js accessed while the anti-\ jr\is 
scanning facilitx is inacuxe (bh>L.I^ 41 1 the Jile can also bi. added to a iLScaii lisi m addition (o 
having its session stamp invaiidated at block 41 5'' (Co!. S>, lines 25-28). 
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ifhmevei Fitnfs discliisutc ib.U the pioiiidm numituis iclexdnt ssstctu acct'Sscs \>i!ile the 
rearming f<ii.i)U\ i.s Mopped onh those files that aie modUied or accesseti whiW scaiuiuiu 

is Jj&ahit'd ha\t* then sfssn-)n stamps niMUuiatt'd simph taiis to e\cn suygcst a ttxhniquc 
^'ubotein a use? ts a!kn%ed to disable iht- scanning inoduic and data is ptookided tuMn henig 
tiatihniilted itutn tl)c stosage to the L-ciUsal piocessjiig tmit upon the dtsabling of the SL-aimii^^. 
module' (emphasjs added), as clasjiied bs appellant Cleails in \aiidattnir Die session .stamps foj 
those fde» accessed or modtfted while the tllc i.cantiinu facdits si. stopped as in hhm, tads to 
e\cn wigge^t that 'data ts pscciuded from heniy ttan!,niitted fioni the stotagc to iht- ceiurai 
pttKOshiug unit upon liie disahiitiu t)f the scantuni^^ fnodtdo' {empii.JhKs added) in the manner as 
claimed b\ appeliatit 1 o this eiul Flint's diselosute of tnvahdattng ille sessioii stamps for tiles 
modtficd or accessed uhile the hcaniung facditv is ^toppcd himph imh to suppon the 
Fvammei s alkvitton that the ' abosc steps Vvill be repeated db iotiL, as tht_ \ nus scannef is off w> 
the ses-^ion stantp \si!i ne\t'i he \a!idatcd aiid therefore the file eatmoi be aoeesscd d'^ iiiithn 
desctibed With lespect to ilguie and coUtinn ) U lines 2''- ?2 

To establish &, prima facie case of obviousness, three basic criteria must be met. First, there must 
be some suggestion or motivation, either in tJie references themselves or in the knowledge 
geiieraliy available to oi^e of ordinafv skill ii^ the att, to modify the refereiice or to cornbiiie 
reference teachings. Second, there must be a reasonable expectation of success. Fiitally, the prior 
art reference for references when combined) must teach or suggest all the claim limitations. The 
teaching or suggestion to make the claimed combination and the reasonable expectation of 
success must both be .fotmd in the piior art and tiot based oti appellatiFs disclosure. In re 
Vaeck947 F.2d 488, 20 liSPQ2d 1438 (Fed.Cir. 1991). 

-.appellant respectfully asserts that at least the third element of the prima fiicie case of 
obviousness has not been met, since the prior art references, as relied upon by the Examiner, fail 
to teach or suggest aM of the claim limitations, as noted above. A notice of allowaiice or a 
specific prior art showing of all of appellant's claim liraitatioiis, in combination with the 
remaining ciaim elemerns, is respectfully requested. 

Group # 2.- Ckwm 35-38 
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With respect to independent C^laim 35, the Examiner has reHed on Figure 15 item 413 of Makita 
to make a prior art showing of appellant's claimed "scanning module coupled to the central 
processitig unit atid the storage subsystem controller, the scanning module adapted for 
identifying the requests from the central processing unit, and scanning the data for malicious 
code in response to the requests." 

appellant rcspcctfuilv assciis that Jtcm 4H of hguic l'^ is a vims check unit to which 
'inlbnnation to be tccoided coiicspondnig to the conmumd !S supphed" {see [OH-I] ui Mokiia) 
Hd\inu inftjnnaiion supplied to ,) \uus ciicul unU sinip!\ does nt)t meet \cannuig module 
adapted foi idenufNiftg icqucsis fioni the central piocessing una temphusi'i added), us ciasmed 
hv appeHant. 

In the Examiner's Answer mailed 01/29/2007, the Examiner has argued that '[ajppeliant first 
argues that supplying information to a virus cSieck unit does not meet "a scanning module 
adapted for identifying requests from the central processing unit", however, in Makita the CPU 
of the host computer sends a command (I .e. request) fro access to a file (see paragraph 180), and 
the file is then accessed and scanned for viruses (see paragraphs 181 and 182).' Further, the 
Exa.miner has argued that "[tjherefbre, the external storage unit (410 of figure 15) contains a 
system that receives and identifies requests for data, which is also scanned." 

\ppeilant jespectfulK dtsagtees and asseits that Makiia mcjeh discloses thai 'the iiost computet 
i )n supplies a command to it-ad out mfonnatton iiom the ieeouhug medium 4 {step S8-! }, jand 
thdl\ mrofinatton conesponduie to the command is lead out i'lom die lecorduig meduim 4 (step 
S8-2)" (Paragraph 0180) huithci Makita discloses th,'u 'ftlhe mfoimation lead out iiom the 
iccoiding njednmi 4 5s supplied to the coinpicss5on and cvpansion unn 411" whcic ' [tjht. 
tnfonnatK-in e\panded m the L.omplcs.sJ^-ln and e\pansion unn 411 is supplied to the \iius chevk 
umi 41 A whicli pctioims a vuus check on the expanded infoin\ation (step S8-4! tPaujgiaphs 
0181-0182). 

flowever, the mere disclosure that the host conjputer supplies a command to read out 
infotmation, which is then supplied to the compression and expansion unit, which in turn. 



supplies expanded infonnation to the vims check unit, as \n Kiakita, simply fails; to even suggest 
a '' ■ScgMit^.E.jllMuig gda.ptM.:fi¥..idMiityit)ji.Ig£^^^ frofTJ the centra! processing uiiif (emphasis 
added), as ciaimed by appellant Clearly, the expatided ;j nform ati on from the compression and 
expansion imit being supplied to the virus check unit, as iti Makita, simply fails to suggest that 
the '' scMain g .modijje [is] adapted for iden tify in g . requests " (emphasis added), in the manner as 
claimed by appellant. 

Further, the Examiner has relied on Makita' s disclosed file management unit (Figure 15 item 
21 1) and the following excerpts from fVlakita to make a prior art showing of appellant's claimed 
"event manager module coupied to the scanning modiile and the central processing unit, the 
event manager module adapted tbr receiving results of the scanning from the scanning module, 
the event manager module adapted to execute an event based on the results of the scanning"; 



Vppeilani respectful U a^wj-f^ that a tile management unst diat manages fdes manages access to 
fdts. and nianagts the ttumaituii: ot tlks alony wtth stoppmg a ttansiniss,jon m the host 
computet when a \nus is disi.fnertd as dtsK.!osod m \Likjta <ste excerpts aho\e) tads to nuvt 
die c^ent managci module adapted foi reLcising lesulLs oi die s^annmu tiom the si^annnig 
module the esent manaees module adapted to e\ecute an e^ent based on the results of the 
s' attnutg' (empltasH added) as cUnmcd b^ appcilant Stmpb ncas here m Makita is diere ans 
suggestion of an esent manas^ci inodult. that is adapted foi it.^.Listn':]; icsults oi~thc scanning 
and "adapted to execiite an event based on the results of the scanning," as claimed. 

In the Advisor}' Action dated 05/16/2005, the Examiner has relied on paragraph [0174] of 
Makita in arguing that the CPU in Makita sends a request to the scanning module to scan for 
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data. Thus, the Examiiier has coricluded that the scanning module must be adapted for 
identifying the requests from the CPU since it is adapted to receive requests for a data scan. 



Appeilanr rcspectfullv asst*rts that Makna nit-rcK tcac!ie.s th.u "|\\Picn a cojnniand to icc!>id 
infornuuiot) on the roooiding nu'diuin 4 is supplied ftoin the host conipute? 110 (step S^-S) 
infnnthition to be recuKk-d avncspondtng to the avninuuKi is supphcd to the xims check fii^niL- 
unii 413" (emphasis added) Ihus, the \uus check engine in Maktt.i ss not atlipted for 
identitymy rcqucsis, smce no request is oxer made b\ the h{.>st computer In particular, the 
mfonnation in \takita ts smipH sup{>hcd to the mjus check eugnit- and a request ts not uiih/ed 
To emphasise, the ht)st computet m \tak!t<i does noi send a Te(|uesi to the scanner hut suupiv 
.sends the infonnation to the scanner Ihus, the scannei m MakUa does not hase a lequest to 
iJentifv ot respond to siticc it is mh the information itself, which is heinii sent to the scannet 
and not a request- 

'in addition, in the Advisory .Action dated 05/16/2005, the Exatriiner has relied on the file 
raatiagement unit as described in Makita paragraph [0091], in supporting the present rejection. 
However, appeilant respectftilly asserts that such file management unit simply manages ''the 
storage of files into, the readout and deletion of files from, and access rights to the recording 
medium 4 of the external storage 120'' ([0091]), Thus, the file ma.nagement unit only manages 
files with respect to the recording medium. 

In Makita, the only mention of scanning siich files relates to scanning them when information is 
read out .irorn the recording medium (see paragraph [0181]). Then, after the scanning, it is 
determined whether the file is transferred to a host computer (see pa.rag.raphs [0182]-[0184]). 
Since the file management unit oniy manages files with respect to the recording medium, such 
file management unit does not manage files with respect to their transmission from iiie virus 
check unit to the host computer. Therefore, cleady appellant's claimed "event manager module 
coupled to the scaiin.tng module and the central p.rocessing unit, the event manager module 
adapted for receiving results of the scanning fi~oni the scanning module, the event manager 
module adapted to e.^ecute an event based on the results of the scanning" has not been met by the 
Makita rel'eretice. 
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hi iht_ rvamiiicrs) \ns\sef mailed Ui''2'-%'2<'07, the Fxaminci hds .ngucd thfU ' |.ijppcll(jn{ next 
argues Ihdt MakUd iaih to tca(.K the moduics atidptcd {ot it'Lcfsing '^(.dDiinm tesuits dnti 
extxuting an e\eut based on tbt- lesuUs Fuitbei, the i>aminei has argued that 'jh jo\st'' eu as 
dfsctibcd in pau^gu^phs I S3 and !84 the data ttansmissjon js t-niici stt'jppcd <.>! allowed to 
eoniiuue to the iuist Loinputet based on the icaiits of the \tujs seantnny," and ''[iliieiffort- a 
pofLuHi uf the LXlesna! stnragt' unit (410) receives the tesuHs and another pnrtiuii eauscs an ext'iit 
to happen (stopping uj aliuxsing tiansnusston tu the host) baseti on those results 

Appellant respectfuily disagrees and asserts il?at. the exeerpis from Makiia reiied upon by the 
Ji^varniner i7ieie!Y diselose that "[u'Jhen fL.>..!.Or.l?..i;?..d!St\w^^^^^^ If"" step S8~5, fLlrA0S01!S:^i!i>i]..is)..ill^^ 
L\o?>i.?.<-yiU?yt<il..Ij.P..i.?^.>top^^^^^ and tjie h^xst ajra^^^^^ that the xiriis ts disco\ ered 

('step S8-6V' ('Paragraph 0183 ■■■ emphasis added) Further,, Makita discioses that ''[\v]hen no 
s trus is-discovered as a result of the virus check perfonued by tlie virus check unit 4! 3, the 
expanded inrorniadon Is transntitted to the host eontputer 1 10 (step S.S-7y" (Paragraph (US4) 

However, merely disclosing that when a virus is discovered, the transtBission to the host 
computer Is stopped , and that the host c om puter Is n oti fi ed, as in Makita, simply fails to even 
suggest an " event mana g er module cotipled to the scanning module and the centra! processing 

unit, the eyeiit.maMBgr.llQduje of the scamiing from tiie scm^^^ 

module, [aiid] the event manager moduSe adapted to execute art event based on the results of the 
scanning" (emphasis added), as claimed by appellant. Clearly, generally disclosing that the 
transmission is stopped and the host Is notified, as in Makita, simply fails to suggest an "event 
rrtanager module adapted for receiving results of the scanning Ironi the sganning, module " or an 
'ihe event manager rnodule adapted to execute an event based on the results of the scanning" 
(emphasis added), in the manner as claimed by appeOant. 

Again, appellant respectfoliy asserts that at least the third element oi' the prima facie case of 
obviousness has not been tnet, since the prior art references, as relied upon by the Exatniner, fail 
to teach or suggest all of d'se claim limitations, as noted above. A notice of allowance or a 
specific prior art showing of ad of appellant's claim limitations. In combination witli the 
refuaining claim elements, is respectfully requested. 
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Gnmp # i; Ciaims 6 and 22 

With respect to dependent Claim 6 et al, the Examiner has relied on Maldta's paragraph [02 13 j 
to meet appellatit's ciaimed technique '^vherein the scanning moduie includes software." 
Appellant respectfuJiy asserts that paragraph [0213 ] of Makita simply teaches that the "virus 
check can be performed even if a virus check progratn is not i Totalled on the host computer/' 
Thus, the only virus check software program disclosed in Makita relates to a vims checker on the 
host computer, and not that the scanning module (i.e. virus checker) includes software. 

In the Examiner's Answer mailed 01/29/2007, the Examiner has argued that "all virus scanners 
are a combination of software aiid hardware for it to run on" and that "[f]urfhermore, the 
combined references of Flint teaches a vims program (i.e. software) and this program is tired to a 
CPU and disk (see column I lines 36-50)." 

Appellant respectfully disagrees and asserts that Flint merely discloses that "AV programs scan 
computer files for known viruses in a number of ways,"' and that "Vims scanning is, therefore, a 
resource intensive (CPU and disk I/O) and time-consuming task" (Col, I, lines 36-45). 
However, merely disclosing tMt.AVj).rogram for viruses and niay.jje.CPy 

Md.disk 1/0 intensive , as in Flint, simply fails to even suggest a technique "wherein the scaiining 
module includes software" where "the scanning is performed by a scanning moduie coupled to a 
storage subsystem controller" (see independent Claim I - emphasis added), in the context as 
claimed by appellant. Clearly, A V programs that may be CPU and disk I/O intensive, as in Flint, 
simply tail to suggest that "the scanning module includes software" (emphasis added), in the 
manner as ciaimed by appellant. 

-Again, appellant respectfully asserts that at least the third element of the prima facie case of 
obviousness has not been met, since the prior art references, as relied upon by the Examiner, fail 
to teach or suggest aM of the claim limitations, as noted above. A notice of allowaiice or a 
specific prior art showing of all of appellant's claim limitations, in combination with the 
remaining claim eiements, is respectfully requested. 

Group # 4: Ckwm 7 ami 23 
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With respect to dependent Claim 7 et a)., the Examiner has relied on Figure 15 of Makita to meet 
appellant's claimed technique "wherein the scanning module includes hardware.'' Appellant 
respectfully asserts that Figure 15 merely shows that the viais check unit 413 is included in the 
external storage 4 (which may include logic stored on the external storage 4) and not that the 
virus check unit includes hardware itself. 

In the Examiner's Answer mailed 01/29/2007, the Examiner has argued that "all virus scanners 

are a combination of software and hardware for it to run on" and that "[f]urtheiniore, the 
combined references of Flint teaches a virus program (i.e. software) and this program is tired to a 
CPU and disk (see column 1 lines 36-50)." 

Appeilam fespcctfulK diSfigsccs and fiss^ns that flmt mereK dfsi-ioses Uut ' A\ piogtdm!^ scan 
cumputcf iilcs fill knowi) \uases m a niimbei oi w.n'^,' and thai ' \ irus scanning is thcicioic a 
lesuurce mtensi\t iOH and disk lO) and tmie-consunuiig {asi- <{ ol L hues ?0-45) 
I i(.i\se\ei n\creK disclosing thai W ptogiams scan computer t1lcs toi xnuscs and max be <'Pl 
and disls ro mtoisne , as m riiiu, smipK fids to c\on sygsfcst a tochnhjiie uheicm tlit- scanning 
module uicludes hardv\aic uheie 'the scaimmg is peii^vuned In a su-aniung. module coupled to a 
stoiage subsystem contjoNef (see independent ( lauii i emphasis atideth, sn the contest as 
claimed b\ appellant ( learlv A\ piograras that mas he CPl and disk I O mtensjxt; as m 1 bnt, 
stmpK fail 111 suggest ihai 'the si^^anmng module iiicludc^ harduaic (cn?phasis added), iii the 
manner as claimed by appellant. 

.Again, appellant respectfully asserts that at least the third element of the prima facie case of 
obviousness has not been met, since the prior art references, as relied upon by the Examiner, ftiil 
to teach or suggest all of die claim limitations, as noted above, A notice of allowance or a 
specific prior art showing of all of appellant's claim limitations, in combination with the 
reinaining claim elements, is respectfully requested. 

Group n 5: Ciarms 12 and 28 
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With respect to deperiderrt Claim 12 et al,, the Examiner has relJed on paragraph [0183] of 
Makita to make a prior art showing of appellant's claimed technique "wherein the event includes 
disabling the scanning moduie in response to the evetit." Appellatit respectfolly asserts that the 
above cited reference from Makita merely teaches that "a transmission to the host computer 1 10 
is stopped" ([Oi83]). Thiis, there is simply no disclosure of any sort of "disabling [of] the 
scanning module" and especiaiiy not "in response to the event/' as ciaimed by appellant, 

in the Examiner's Answer mailed 01/29/2007, the Examiner has argued that ''Makita teaches the 
disabling of flmctionality based on an event in paragraph 183 (the stopping of transmission based 
on the virus scanning results) and Flint teaches disabling a virus scanner based on user input (le- 
an event) (see column 9 lines 10-13)." Further, the Fixaminer has concluded that "[tjherefore the 
combination teaches disabling the scanning module in response to an event," 

Appellant respectfully disagrees and asserts that Makita merely teaches that "[wjhen a virus is 
discovered in step S8-5, a transmission to the host computer 110 is stopped, and the host 
computer 110 is notified that the vims is discovered (step S8-6)." (Paragraph 0183 ••• emphasis 
added). However, the mere disclosure of stopping a transmission to a host computer when a 
virus is discovered, as in M'akita, simply ftiils to even suggest a. technique "wherein the event 
includes disabijiig the^s^^^^ in .reg?oilse to the e^^^^ (emphasis added), as claimed 

by appellant. Clearly, stopping the transfer, as in M^akita, fails to suggest "disabling the scanning 
module in response to the evenf (emphasis added), in the manner as claimed by appellant. 

Further, Flint discloses that "[i]f the user input specifies the terminatioti of the anti-viais prograiw 
(block 427), a tenTiination process... is performed" (Col. 9, lines 10-13 ~ emphasis added). 
However, performing a termination process of the anti-virus program if the user input specifies 
terminatior?, as in Flint, clearly fails to suggest a technique "wherein the event includes disabling 
!h:g...MgM!»j^...M.Qduje in response to the event" {emphasis added), as claimed by appellant. 
Cieary, user input specifying termination, as in Flint, fails to meet appellant's claimed 
" disabling the scanning module i n r espon s e to the e venf ' (emphasis added), in the manner as 
claimed by appellant. 
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Again, appellant respectfully asserts that at least the third element of the prima facie case of 
obviousness has not been met, since the prior art references., as relied upon by the Examiner, fail 
to teach or suggest all of the claim limitations, as noted above. A notice of allowance or a 
specific prior art showing of aU of appellant's claim limitations, in combination with the 
remaining claim elements, is respectfully requested. 

(Jnmp -^l 6: CiaJms 14 and 30 

With respect to depemiem ( lann 14 ct al the J-\aniinct has tolled on Makita's ieat..hing ol 
ioimaiting the iccouling inedium ( [(•OS'', |-|oos4]) to make a prior M showiuj^ of appelhmt s 
claimed technique ' \sheic5n the scunnuig uKludes etinteni scanninii ' The I xanunci ha'i stated 
that ctdttcnt scanninii is u^cd to dctcinanc a toimat ot dtc data and to format the data Houc\ et, 
Maiita cteatls onis teaches ioim utsng the iecotdnrii inedium (i^cc spcCilUadx paias^iaph |(H!^4|) 
and not puAidmg content '^cannrnt.' oi the R'tiuesied data tor maliLiou'^ m the mannei 

churned bv appellant. 

In the Examiner's Answer mailed 01.''29.''2007, the Examiner has argued that "the viais check- 
unit scans the requested file to check if the file contains any known viruses (scanning for 
content)" and "[tjherefore, Makita teaches content scanning;' 

Appellant respectftilly disagrees and asserts that the e.xcerpts from Makita relied upon by the 
Examiner merely teach '' proyiding.the.fiie man^ included in an externa! storage with 

a formatti ng function of fortnatting a reciordin g medi um, it becomes unnecessan,'- for the host 
cotnputer to perform fomtatting" (Paragraph 0054 -- emphasis added). However, providing the 
file management unit a formatting function for formatting a recording medium, as in Makita, in 
no way snggests a technique "wherein the scanning includes COTteiit....scapning'' (emphasis 
added), as claimed by appellant. 

Furthermore, the Makita discloses that "the vinis check unit 413 perfbrrns, . a . virus . check on the 
expanded information (step S8~4)" where ''[ijt is determined whether a.yimsjs.discoyered in the 
information" (Paragraph 182 - emphasis added). Qearly, the virus checker unit perfonning a 
virus check to determine if a virus is discovered in the inforniation, as in Flint, simply fails to 



suggest, a technique "wherein the scanning includes content scanning" (emphasis added), in the 

manner as claimed by appellant. 

Again, appeilant respectfuliy asserts that at least the third element of the prima facie case of 
obviousness has not been met, since the prior art references, as relied upon by the Examiner, fail 
to teach or suggest ail of the claim limitations, as noted above. A notice of allowance or a 
specific prior art showing of all of appellant's claim limitations, in combination with the 
remaining claim elements, is respectfully requested. 

GroKp # 7: Ckifm 40 

With respect to dependent Claim 40, the Examiner has continued to rely on Flint's disclosed 
system where "[tjhe user or adniinistrator also faces the challenges inherent in maintaining the 
external database' {Col. 2, lines 19-20) to make a prior art showing of appellant's claimed 
technique "wherein the user includes a remote administrator."' 

Appeilant respectfully asserts that Flint's basic mention of an administrator that maintains an 
external database does not meet appellant's "user [that] includes a remote administrator" (Claim 
40) in the context of appellant's claim language, such that the "user is allowed to disable the 
scanning module" (see independent Claim I). 

In the Advisory Action dated 05,' I6,'2005, the Examiner argued that Flint does not provide 
support for a user being an administrator, but that Flint discloses that a user or adniinistrator can 
maintain a similar system to that of Makita's and appellant's. The Examiner then concludes by 
stating that "'Flint provides support that a user can he an a.dministrator." 

Appellant respectfully asserts that the Examiner's arguments are not clear. First the Examiner 
states that Flint does not support a user being an administrator, and then the Examiner goes on to 
state that Flint does provide support that a user can be an administrator. Appellant again argues 
tliat the only administrator disclosed in Flint relates to an administrator who maintains a 
database, and not a remote administrator who can .disable the j^^^^^^ as claimed by 

appellant (see Claim 40 which depends from Claim 1). 
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In the Examiner's Answer mailed 01/29/2007, the Examiner has argued that "Flint teaches that a 

user can disable a vims scanner (see column 9 lines 10-13)" and "that the user can be an 
administrator (see column 2 lines 19-20)," Further, the Examiner has concluded that "when 
combined with the remote requests of Makita the combined references teach a remote 
administrator can disable the scanning module," 

Appellant respectfuliy disagrees and asserts that excerpts from Flint relied upon by the Examiner 
merely disclose that "[t|he user or administrMor also faces the challenges inherent in iMilltaini.Og 
!i3.^...^:^M7.U\!...d<!ifAb^ (('ol. 2, lines 10-20), and that ''[i]f die yser.jty^iit.sp^^^^^^^ 
of the anti -virus program (block 427), (Lierminaiio^^^^ is performed'" {Col 9., lines iO-!3 

■■■ emphasis added). However, the mere disclosure that a user or administrator may maintain an 
cxtemai.dfita and that tliey yMr.mav.lernijjiate.tiie as in Flint; simply 

fails to even suggest a technifiue " wherein the user includes a MB?>l.?...??.dOlloiJ^iC?l0.r' where "user 
IS allowed to disable the scanniny^ module '^ (see independent Claim 1 -• emphasis added), in the 
context as claimed by appellant. 

Furthermore, appellant respectfully asserts that Makita fails to support the E-xaminer's argument 
of remote requests, and instead, merely teaches "a storage device which is connected to a host 
computer and stores information processed in the host computer,"' and "an external storage 
connected to a host computer" (Abstract). Clearly, an external storage device connected to a 
host computer, as in Makita, simply fails to even suggest a technique "wherein the user includes 
a remote admiinstrator " where "user is allowed to di sabi e the scaninng modul e" (see independent 
Claim 1 -• emphasis added), in the context as claimed by appellant, 

Again, appellant respectfully asserts that at least the third element of the prima facie case of 
obviousness has not been met, since the prior art references, as relied upon by the Examiner, fail 
to teach or suggest aM of the claim limitations, as noted above. A notice of allowance or a 
specific prior art showing of all of appellant's claim limitations, in combination with the 
remaining claim eiemerns, is respectfully requested. 

Issue #3: 
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The Examiner has rejected Claim 4i under 35 U.S.C. 103(a) as being unpatentable over Makita, 
U.S. Patent No. 2001/0007120, in view of Flint, U.S. Patent No. 6J35J00, in ftirther view of 
Browne, U.S. Patent No. 6,272,533. 

Gfxmp # I: Ciaim 41 

With respect to dependeiit Claim 4i, tiie Examiner has relied on Browne to make a prior art 
showing of appeiiant's cJaimed techniqiie "wherein the user is allowed to disable the storage, and 
the data is precluded from being transmitted to the storage from the central processing unit upon 
the disabling of the storage." Specifically, tiie Examiner has stated that Browne discloses a 
secure computing system in wiiich a manual switch can be pressed so that data is preciuded from 
being written to a storage device. 

Appellant respectfully asserts that Browne merely teaches the "disabling [of tlie] aiteration of 
data residing on a mass storage device" (see Abstract). Thus, simply disabling the alteration of 
data, as in Browne, does not meet appellant's specifically claimed "disabling of the storage," let 
alone disabling t!ie storage such that "data is precluded from being transmitted to the storage 
from the central p.t"ocessing unit upon the disabling of the storage." 

In the Examiner's Answer mailed 01/29./2007, the Examiner has argued that 'Browne teaches the 
use of a read mode that is user activated (see column 4 lines 51-64) and when in read mode data 
cannot be written to the storage device (see column 8 lines 65-67 "read only").' Further, the 
Examiner has concluded that ""[tjherefofe, Browne discloses a user is allowed to disable the 
storage, and the data is precluded from being transmitted to tlie storage upon said disabling." 

.4ppella,nt respectfully disagrees a,nd asserts that Browne discloses that "[tjhe storage device is 
responsive to the p.rocessor for selectiveiy operating in a read mode of operation for reading 
previously stored data and in a write mode of operation for storing data" (see Col. 4, lines 54- 
57). Further, Browne discloses tliat "the statns of each device is indicated by a tricolor LED 
214. . . [such as] yellow [which indicates] that the corresponding device can be 
only m ode of operation (wri te-inhi bi ted) " (see Col. 8, lines 65-67 - emphasis added). 
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J knvever., appellani: respectfully asserts that the storage device ojjerating jn a^^re^^^ 
(write-inhibited), as in Browne, simply fails to suggest that the "user is allowed to disable the 
Storage;' much less a technique "■wherein the user is allowed to disable the storage, and the data 
is precluded from being transmitted to the storage from the central processing imit .op.on .th.e 
disabl i ng of the storage " (eniphasis added), as claimed by appeilant. Clearly, operating the 
device in a read only mode, as in Browne, simply fails to even suggest "the disabling of tlie 
storage" (emphasis added), in the manner as claimed by appellaiit. 

Again, appellant, respectfully asserts that at least the third element of the prima fade case of 

obviousness has not been met, since the prior an referetices, as relied upon by the Examiner, fail 
to teach or suggest ail of the claim limitations, as noted above, A notice of allowance or a 
specific prior art showing of all. of appellant's claim limitations, in combination with the 
remaining claitn elements, is respeclfully requested 

Group n- 2: Ciaim 42 

In the Examiner's Answer mailed 01, '29,' 200 7, the Examiner has presented new grounds of 
rejection, and has rejected (^iaim 42 onder 35 U.S.C. 103(a) as being unpatentable over Makita, 
in view of Flint, and in further view of Browne. Sped Ileal iy, the Examiner has relied upon Col. 
9, lines 5-39 from Flint, and Col 4, lines 61-64 from Browne to malce a prior art showing of 
appellant's claimed technique "wherein it is determined whether the storage is disabled only 
after deterTnining whether the scanning module is disabled." 

-\ppcilant rcspcctfulK disagrees, and asserts that the e\ceipt fiom Hint lehed upon bv the 
F\amu)ci discloses tlkU ' p]f Uk use; mput specifics the tciuunanon of the anii-Mius piogtam 
(block 427), ,} tcmunatton process is pcifoimed' {Col hnes lO-H emphdsrs added) 
funhei, appellant asserts thai the cxceipt fium BHi\snc lebed upon b\ die IXunnnci nieieh 
discloses th;u 'the sxstcns tutther mcludcs a second manualh vipcratsvc sunch sclecu\cl> 
disablm^f du storaw dcMoe Horn opeiatini: m die unte mode of opcuUion" (Col ! hnts ol~64 ~ 
emphasis added). 
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lfowc\ci. tlie iiuTc disolosufe ufd UbU ^pccifyin^ tlie tctniinaUoii of the anti-\uii^ piugTam. 
ffj riiTit, md tbt disclosuit' tjfa swiioh \>i!ich ^eleciivd\..dm^ 

|]lt:...M!lf)ii^f...de\K'e ae. in (iu>>\ne sunp)\ imSs to e\en suggest a ttchnitjue 'wherein it 
dftemiint'd \s hetlicr the su>r3'jc is disabled onh' attt-r dt- remiini ng \shctiier tlit- [iscannii'i^ in<.>dulc 
is disahk-d" {emphasis added), as claimed b\ appellant (It-arly Fitnt and 8roune, as idted 
upon bv the bvaniinet", shupK lail to siigtit-st " dett-nnin|tng] wKethei tke stuia^e is disabk'd oi)i> 
after tietennining uhether the scanning mutiule is disabied " (emphasis added), in the manner as 
claimed by appellarit. 

Again, appellant, respectfully asserts that at least the third element of the prima Jack case of 
obviousness has not been met, since the prior an references, as relied upon by the Examitier, fail 
to teach or suggest ail of the claim limitations, as noted above, A notice of allowance or a 
specific prior art showing of all. of appellant's claim limitations, in combiriation with the 
remaining claim elements, is respectfully requested 

Gnmp 3; Ciaim 43 

In the Examiner's Answer mailed 01, '29,' 200 7, the Examiner has presented new groimds of 
rejection, and has rejected (^laim 43 under 35 U.S.C. 103(a) as being unpatentable over Makita, 
in view of FHiit. and in further view' of Browne. Specifically, the Examiner has relied upon Coi. 
9, lines 5-39 from Flint to make a prior art showing of appellant's claimed technique ''wherein 
the disabling and enabling of the storage and the scanning module provides increased 
Ixmctionality in conditionally precluding transmission of the data to the storage .from the central 
processing un.it." 

Appellant respectfiilly disagrees, and asserts that the exxerpt from Browne relied upon by the 
Examiner merely discloses that "the system further includes a second manually operative switch 
selectively disabling the storage device from operating in the write mode of operation" (Col 4, 
lines 61-64 ■- emphasis added). However, the mere disclosure of selectively disabling the write 
mode of operation of the storage device, as in Browne, simply fails to even suggest a technique 
"wherein the disabJjng..M4...gnablin^ of the storage and thg. scMnirig modMg provides increased 
timctionality in conditionally precluding transmission of the data to the storage from the central 
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processing unit" (emphasis added), as claimed by appellant. Clearly, disabling the write mode of 
operation of the storage device, as in Browne, fails to suggest "disabling and enabling of the 
storage and the scanning module" (emphasis added), in the manner as claimed by appel lant. 

Again, appellant respectfully asserts that at least the third element of the prima fcwie case of 
obvioiisness has not been met, since the prior art references, as relied upon by the Examiner, fail 
to teach or suggest all of the claim limitations, as noted above. A notice of allowance or a 
specific prior art showing of all of appellant's claim limitations, in combination with the 
remaining claim elements, is respectfully requested. 

Issue ■'? 4 

In the Examiner's Answer mailed 01/29/2007, the Examiner has presented a new grounds of 
rejection, and has rejected Claims .17, 18, 20-23, 26-32, 34, and 39 under 35 U.S.C, 101 as being 
directed to non- statutory subject matter, 

Gnwp # I: Ckimsl?, JS. 20-23, 26-32, cwid 34 

In the Examiner's Answer njailed 0.1/29/2007, the Examiner has argued that "[tjhe computer 
code products are merely computer code and the specification allows the means to be merely 
software, therefore these claims lack the necessary- physical articles or objects to constitute a 
machine or a manufacture within the meaning of 35 USC 101," and "[a]s such, they fail to fall 
within a statutory category." .Appellant respectfully disagrees and asserts that in Claims 17, and 
34, appellant claims that "scanmng is performed by a scanning module coupled to a storage 
Slh.B'stem.....COM (emphasis added), as claimed, thus rendering appellant's claimed 

techniques statutory. Furthemiore, dependent Claims 18, 20-23, 26-32 are statutory due to their 
dependence upon independent Criaim 17. 

Group if- 2: Oaim 39 

In the Examiner's Answer mailed 01./29./2007, the Examiner has argued that "[tjhe co.mputer 
code products are merely computer code and the specification allows the means to be merely 
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software, therefore these claims lack the iiecessar}' physical articles or objects to constitute a 
machine or a nianofacture withiii the niearHiig of 35 USC 101," and "[ajs such, they fail to fall 
within a statutory category.'" Appellant respectfully disagrees and asserts that in Claim 3S>, 
appellant claims "recei ving results of the scanning from the scanning module , the event manager 
module adapted to execute an event" (emphasis added), as claimed, thus rendering appellant's 
claimed techniques stattitojy. 

In view of the remarks set forth hereinabove, all of the independent claims are deemed 
allowable, along with any claims depending therefrom. 



-20- 



In the event a telephone conversation wouUl expedite the prosecution of this application, the 
Examiner may reach the undersigned at 1408) 971-2573, For payment of any additional fees due in 
connection with the filing of this paper, the Commissioner is authorized to charge such fees to 
Deposit Account No. 50-1351 (Order No. MAI1P020), 



Respectfully subnii tted. 



Bv: Kf \ i\7li K \ _ Date. March. 29,. 2007, 

Reir \o 4L42'' 

/iika-kotab 1' C 

PO Box 721 120 

San iosc (\^h toi mix r2- N 20 

Telephone (40S ) J -257"> 

I acsimtle i40>?) >ri-4oo0 
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